




Patent/ Computer Software 

one or more claims particularly pointing out and dis­

tinctly claiming the subject matter which the applicant 
regards as his invention." Thus, the applicant for a 

patent must particularly point out and distinctly claim 

the invention. Although the applicant may functionally 

claim an invention through either step-plus-function 

claiming or means-plus-function claiming, "one must 

set forth ... what is meant by that language."8 In the 
case of step-plus-function claiming, the patent must 

describe the acts supporting the function, and "if (the 

patent] fails to set forth an adequate disclosure, the 

(patent] has in effect failed to particularly point out and 

distinctly claim the invention as required by the sec­

ond paragraph of section 112."9 Accordingly, the patent 
may be found invalid. 

Concerning the second basis for invalidity, each ap­

plication or patent must conform with the written de­

scription requirement of§ 112, ,r 1, which states in its 

entirety: 

The specification shall contain a written description of 

the invention, and of the manner and process of mak­

ing and using it, in such full, clear, concise, and exact 

terms as to enable any person skilled in the art to which 

it pertains, or with which it is most nearly connected, 

to make and use the same, and shall set forth the best 

mode contemplated by the inventor of carrying out his 

invention. 10 

To conform with the written-description require­
ment, the patent specification "must clearly allow per­

sons of ordinary skill in the art to recognize that (the 

inventor] invented what is claimed," II and the specifi­

cation must describe the invention "with all its claimed 

limitations." 12 The invalidity problem arises because 
§ 112, ,r 6 states that the claim covers "the correspond­

ing structure, material, or acts described in the specifica­

tion." 13 Thus, if a court construes an element to be

directed to function without the recitation of acts that

support that function and the specification does not

provide any indication of such supporting acts, the

patent may be held invalid under the written-descrip­

tion requirement. 14 

Similarly, the third ground of invalidity-the 

enablement requirement-may cause problems as well. 

The key question when deciding enablement is 

"whether a person skilled in the pertinent art, using the 

knowledge available to such a person and the disclo­

sure in the patent document, could make and use the 

invention without undue experimentation," although 
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some experimentation is permissible. 15 Thus, where a 

claim element is found to be directed to function with­

out recitation of supporting acts and the specification 

fails to disclose such acts, the enablement requirement 
may be violated unless the supporting acts are known 

to one of skill in the art. 

These step-plus-function problems are 

particularly troublesome for software 

patent practitioners. 

These step-plus-function problems are particularly 

troublesome for software patent practitioners. Soft\vare 
patent protection usually includes method clain1S, where 

the steps recited in the claim reflect the novel func­

tionality of the software. In fact, because software by 

its nature performs step-by-step processing, method 

claims reciting a sequence of steps perhaps reflect the 

most popular way of seeking software patent protec­

tion. Oftentimes, the elements in method claims for 

software patents can be decomposed into narrower 
substeps, particularly when the drafter is claiming the 
steps performed by a program that makes use of lower­

level software to perform those substeps. In such a situ­

ation, one could argue that such steps are mere 

function and the substeps are the supporting acts, in 

which case the failure to recite the substeps can lead 

to the problems described above. Thus, because the 

Federal Circuit has not clearly described the distinc­

tion between function and acts, an invalidity trap may 

be waiting to be sprung during litigation for the un­

wary software patent practitioner. 

The Genesis of Step-Plus-Function 

Claiming 

To understand how an element ends up being con­

strued in step-plus-function form, one must first look 

to the history of the provision. Section 112, ,r 6 first 

appeared in the 1952 Patent Act as§ 112, ,r 316 and has 

not been amended since. Congress enacted this provi­

sion in response to Halliburton Oil vVell Cementing Co. 

v. Walker, a case that rejected claims that "do not de­

scribe the invention, but use 'conveniently functional

language at the exact point of novelty."'17 Section 112,
,r 6 now expressly allows means-plus-function claims.

although such means only cover those means that are

"equivalent" to the actual means shown in the patent

specification.18 
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